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Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction Is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n.AII b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Infomnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) Q Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) O Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060605 



Application/Control Number: 09/530, 1 96 Page 2 

Art Unit: 1754 

DETAILED ACTION 
Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

2. Claims 18, 24-39, and 41 are rejected under 35 

U.S.C. 103(a) as being unpatentable over WO97/00134 (U.S. Pat. 
No. 6,228,480 referred to for translation). 

Regarding claim 18, Kimura '480 discloses a photocatalyst- 
carrying structure comprising a photocatalyst film laminated 

(see column 15, lines 44-46 and column 37, lines 12-15; 
laminating involves heat and pressing) onto a metallic substrate 

(see column 4, lines 8-9); and coating by dipping, drying the 
adhesive layer (see Examples 67-71) , adding a silane coupler 

(see column 7, lines 39-41) and laminating (see column 15, lines 
44-46 and column 37, lines 12-15) . Kimura M80 does not 
irradiate UV rays in UV-A range at a strength of 3 mW/cm^ under 
an atmospheric temperature of 25 °C and relative humidity of 70%, 
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the conditions upon which the recitation "capable of decomposing 
triolein at a rate of 5 jug/cm^/day" is made contingent. 
Kimura fails to disclose 60-200°C. 

It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to conduct the laminating 
of Kimura at 60-200°C because Kimura M80 discloses the 
laminating "at a process for drying and winding at the drying 
zone" (see Example 73) and drying the coated substrate at 150°C 
or less as a method to carry an adhesive layer on the substrate 
(see column 6, lines 19-27) . 

Regarding claims 24-26, 35-39, Kimura M80 discloses a 
colored steel or aluminum plate (see column 13, lines 11-25), 
polyvinylchloride and polymethylmethacrylate resins (see column 
14, lines 16-25) . 

Regarding claims 27, 31, and 34 Kimura M80 discloses 5 
microns or less (see column 10, lines 57-63). 

Regarding claim 28, Kimura M80 discloses a silane coupler 
(see column 7, lines 39-41) . 

Regarding claim 29, Kimura M80 discloses 0.001-5% silicon 
compound in the solution (see column 8, lines 58-61) and 10-50% 
silicon-modified resin (see column 8 lines 1-3) , 

Regarding claim 30, Kimura '480 discloses 0.001-5% silicon 
compound in the solution (see column 8, lines 58-61) and methyl 
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trimethoxysilane (see colunm 9, lines 16-18) as silicon 
compound, which is in an amount of 0.001 to 5% (see column 9, 
lines 26-30) , 

Regarding claim 32, Kimura '480 discloses 0.1-30% metal 
oxide sol (see column 9, lines 52-53) and titanium dioxide in an 
amount of 5% (see column 33, lines 2 8-30 and Table 6) . 

Regarding claim 33, Kimura M80 discloses silica sol 
acidified with nitric acid (see Examples 74-77) 2-60% silicon 
and 5-40% colloidal silica (see column 3, lines 35-38) . 

Regarding claim 41, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to 
laminate at an optimum pressure within 3-160 kg/cm^ because 
Kimura discloses laminating a 20 micron film, which would 
motivate an ordinary artisan to use an optimum pressure within 
the claimed range to reach the disclosed results of 20 microns 
and a sticking film. 

Response to Arguments 

3. Applicant's arguments filed A/11/ 06 have been fully 
considered but they are not persuasive. 

It is argued that Applicants respectfully traverse the 
rejection... under 35 U.S.C. 102(b). This is not persuasive 
because the rejection us under 103(a). 
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It is argued that in accordance with the method of the 
claims... temperature range from 100 to 2 00°C . This is not 
persuasive because it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to conduct 
the laminating of Kimura at 60-200°C because Kimura M80 
discloses the laminating "at a process for drying and winding at 
the drying zone" (see Example 73) and drying the coated 
substrate at 150°C or less as a method to carry an adhesive layer 
on the substrate (see column 6, lines 19-27) , 

It is argued that a photo catalyst layer/adhesive 
layer/base... an integral laminate. This is not persuasive because 
Kimura discloses 1) a metallic substrate (see column 4, lines 8- 
9) , and 2) a photocatalyst film laminated onto the substrate 
(see column 15, lines 44-46 and column 37, lines 12-15) , which 
would obviously, to an ordinarily skilled artisan, at least 
suggest heat and pressing to perform the disclosed laminating. 

It is argued that specifically, Kimura does not describe 
heat pressing... ranges from 3 to 160 kg/cm^. This is not 
persuasive because it is considered that it would have been 
obvious to one of ordinary skill in the art at the time the 
invention was made to pressure at least about 3x atmospheric to 
perform the disclosed laminating, absent evidence of unexpected 
results . 
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It is argued that the USPTO findings indication that Kimura 
is not properly applied as an anticipatory reference. This is 
not persuasive because the rejection is made under 103(a). 

It is argued that however, the temperature of 100 to 200°C... 
drying the coated substrate. This is not persuasive because 
Applicant appears to admit that Kimura '480 discloses drying at 
150*^C. Thus, since the laminating "at a process for drying and 
winding at the drying zone" (see Example 73), it would have been 
obvious to laminate at the disclosed drying temperature at the 
drying zone, as disclosed. 

It is argued that the USPTO states that "one skilled in the 
art would interpret... as disclosed in Kimura." This is not 
persuasive because Kimura discloses the laminating "at a process 
for drying and winding at the drying zone" (see Example 73) , it 
would have been obvious to laminate at the disclosed drying 
temperature at the drying zone, as disclosed. 

It is argued that in applicants' view Kimura leads way from 
the claims of the instant case. This is not persuasive because 
Applicant appears to admit that Kimura M80 discloses drying at 
150°C. Thus, since the laminating "at a process for drying and 
winding at the drying zone" (see Example 73), it would have been 
obvious to laminate at the disclosed drying temperature at the 
drying zone, as disclosed. 
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It is argued that the method of the present claims improves 
the function of the photocatalyst... previously filed DECLARATION. 
This is not persuasive because Applicant only provides data from 
non-reheated and 100 degrees. However, no comparison is made 
against the prior art disclosure of 150°C or less. Thus the data 
are not commensurate in scope with the claims and prior art. 

It is argued that first of all, applicants respectfully 
direct... and the carrier in Kimura. This is not persuasive 
because Applicant appears to admit that Kimura M80 discloses 
drying at 150^C. Thus, since the laminating "at a process for 
drying and winding at the drying zone" (see Example 73) , it 
would have been obvious to laminate at the disclosed drying 
temperature at the drying zone, as disclosed. 

It is argued that as a matter of fact, Pyrene film P-2161... 
of the attached Exhibit. This is not persuasive because 
Applicant appears to suggest that shrinkage would render the 
lamination inoperable when, as a matter of fact, some shrinkage 
could be desirable to avoid air bubbles and facilitate a smooth 
and tight lamination. And, in any case, Kimura is not considered 
to teach away from the claimed invention since Kimura 
specifically discloses the laminating "at a process for drying 
and winding at the drying zone" (see Example 73), it would have 
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been obvious to laminate at the disclosed drying temperature at 
the drying zone, as disclosed. 

It is argued that however, in the present invention, a 
pressing process... from 100 to 2 00*^C. This is not persuasive for 
the reasons above . 

It is argued that however, the coating solution in all 
Examples... in the declaration. This is not persuasive because 
because Applicant appears to admit that the declaration provides 
no data relative to laminating at 150°C, which is suggested by 
the prior art disclosures of drying at 150°C and laminating by 
"winding at the drying zone" (see Example 73) . 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a), 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event. 
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however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 
5. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Edward M. 
Johnson whose telephone number is 571-272-1352. The examiner 
can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Stanley S. Silverman 
can be reached on 571-272-1358. The fax phone numbers for the 
organization where this application or proceeding is assigned 
are (703) 872-9306 for regular communications and (703) 872-9306 
for After Final communications. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 571-272-0987. 




Edward M. Johnson 
Primary Examiner 
Art Unit 1754 
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